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A Court in Transition  

FEDERAL CIRCUIT 

2 

Became Chief Judge June 1, 2010 ï Age 62 

(2012) 

Term expires 2017 ï  

Next Chief - J. Prost or J. Moore, depending 

on timing 

Chief ï active for 1 year + less than 65 

ï vacancy filed by next qualified in 

seniority ï serves for 7 years or age 70 

whichever is first ï age waived if no 

others are qualified. 28 U.S.C. § 45 

Term 2010-2017 



U.S. Court of Appeals for the Federal Circuit  
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Federal Circuit Chief Judges 

Markey 1982-1990 

Nies 1990-1994 

Archer 1994-1997 

Mayer 1997-2004 

Michel 2004-2010 

Rader 2010-present 

Former CCPA 

judges ï traditional 

ñJ. Richò view of 

patent law. 

Tended/tends to align 

w/ CJ Markey/ J Rich 

traditional view 

J. Archer ï former Ct of Claims 

J. Mayer ï former Claims Ct (ó82) > 

Chief Judge Raderôs term as Chief ï 7 years or age 70, whichever is first ï June 1, 2017 

 

Judge Prost ï next senior ï b/d - May 24, 1951 ï would be 66 at end of CJ Raderôs 7-yr 

term - ineligible for Chief unless CJ Rader retires early or assumes senior status 

 

Judge Moore ï next senior ï b/d ï 1968 ï would be 49 in 2017 ï would represent a 

generational shift ï judicial philosophy tends not to follow CJ Markey/J Rich ï could 

be ñChiefò to 2024 ï and ñactiveò thereafter 

J Rich 1956-1999 (43 yrs on 

bench) ïco-author ó52 Act 

10 yrs 
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U.S. Court of Appeals for the Federal Circuit  

Randall R. Rader, 

Chief Judge 

Apptôd: 1990 

JD GWU 1978 

Age 62 (2012) 

Pauline Newman, 

Circuit Judge 

Apptôd: 1984 

LLB NYU 1958 

Age 84 (2012) 

Haldane Robert 

Mayer, Senior 

Circuit Judge 

Apptôd: 1987 

JD W&M 

S. Jay Plager, 

Senior Circuit 

Judge 

Apptôd: 1989 

LLM Columbia1961 

Alan D. Lourie, 

Circuit Judge 

Apptôd: 1990 

JD Temple 1970 

Age 77 (2012) 

Raymond C. 

Clevenger, III, Senior 

Circuit Judge 

Apptôd: 1990 

LLB Yale 1966 

X X 

X 

Judge 

Friedman, In 

Memoriam, 

2011 

Judge 

Archer, In 

Memoriam, 

2011 
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U.S. Court of Appeals for the Federal Circuit  

Alvin A. Schall, 

Senior Circuit Judge 

Apptôd: 1992 

JD Tulane 1969 

William C. Bryson, 

Circuit Judge 

Apptôd: 1994 

JD UT 1973 

Age 66 (2012) 

Arthur J. Gajarsa, 

Senior Circuit Judge 

Apptôd: 1997 

JD Gôtown 1967 

Richard Linn, 

Senior Circuit Judge 

Apptôd: 1999 

JD Gôtown 1969 

Senior 11/1/2012 

Timothy B. Dyk, 

Circuit Judge 

Apptôd: 2000 

LLB Harvard 1961 

Age 75 (2012) 

Sharon Prost, 

Circuit Judge 

Apptôd: 2001 

LLM GWU 1984 

Age 60 (2012) 

Kimberly A. Moore, 

Circuit Judge 

Apptôd: 2006 

JD Gôtown 1994 

Age 43 (2012) 

Kathleen OôMalley, 

Circuit Judge 

Apptôd: 2010 

JD Case Western 1982 

Age 55 (2012) 

X 

X X X X 
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U.S. Court of Appeals for the Federal Circuit  

Jimmie Reyna, 

Apptôd: 2011 

JD UNM1978 

Confirmed 

4/4/2011 

Age 59 (2012) 

X 
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Evan J. Wallach,  

Nominated 2011 

JD U.Calif. 

Berkeley 1975 

Assumed Office 

November 18, 2011 

Age 62 (2012) 

Former Judge, U.S. 

Court of Intôl Trade 

Expert on war 

crimes, law of war 

X 

Richard G. Taranto  

Nominated 2011 

JD Yale 1981 

Age 55 (2012) 

 

Confirmed by 

Committee. ï Mar. 

29, 2012 

Clerked for  

DJ Sofaer, S.D.N.Y. 

CJ Bork, D.C. Cir 

Justice Sandra Day 

OôConnor 

Replacement for 

Judge Linn 
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U.S. Court of Appeals for the Federal Circuit  

9 

Judge Appôd By 

Randal R. Rader (Chief) 1990 G.H.W. Bush 

Pauline Newman 1984 Reagan 

Alan D. Lourie 1990 G.H.W. Bush 

William C. Bryson 1994 Clinton 

Timothy B. Dyk 2000 Clinton 

Sharon Prost 2001 G.W. Bush 

Kimberly A. Moore 2006 G.W. Bush 

Kathleen OôMalley 2010 Obama 

Jimmie Reyna 2011 Obama 

Evan  Jonathan Wallach 2011 Obama 

Haldane Robert Mayer (senior) 1987 Reagan 

S. Jay Plager (senior) 1989 G.H.W. Bush 

Raymond C. Clevenger III (senior)  1990 G.H.W. Bush 

Alvin Anthony Schall (senior) 1992 G.H.W. Bush 

Arthur J. Gajarsa (senior) 1997 Clinton 

Richard Linn (senior) 1999  Clinton 

JJ Newman (84), 

Lourie (77), Bryson 

(66), and Dyk (75) are 

eligible for senor status 

 

J. Linn (67) elected to 

take senior status eff. 

11/1/2012 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

Potentially, if Obama wins a 

2nd term, he will have 

appointed more Federal 

Circuit judges than ever in 

history 



 Supreme Court Cases 

2011-2012 Term 
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Times at Bat Hits Errors 

Supreme Court 2011-2012 Term 

3 1 2 

Supreme Court 2010-2011 Term 

3 3 0 
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Supreme Court Cases  
2011 -2012 Term  

Mayo Collaborative Services, dba  Mayo Medical 
Laboratories, et al. v. Prometheus Laboratories, Inc. 
566 U.S. ____ (2012)(J. Breyer for a unanimous Court) 

üRevôd Fed Cir ï concluded claims drawn to law of nature rather 
than application of law of nature 

üReiterated - ñ[L]aws of nature, natural phenomena, and abstract 
ideasò are not patentable, but ñan application of a law of nature or 
mathematical formula to a known structure or process may well be 
deserving of patent protection.ò  Diehr  

üS Ct ï ñto transform an unpatentable law of nature into a patent-
eligible application of such a law, one must do more than simply 
state the law of nature while adding the words óapply it.ô ò 
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Supreme Court Cases  
2011 -2012 Term  

Mayo Collaborative Services, dba  Mayo Medical 
Laboratories, et al. v. Prometheus Laboratories, Inc. 
ï Contôd 

ü Thiopurine drugs used to treat autoimmune diseases, such as Crohnôs 
disease 

ü Metabolized ï patientôs bloodstream ï forms metabolites ï patients vary 
on rate of metabolization ï same dosage may be too high for some 
patients ï too low for others 

ü Known - levels of certain metabolites - 6-thioguanine - correlated with 
likelihood that dosage too high or low 

ü Prometheus Patents ï discovery of certain levels ï indicated too high/low 

ü Prometheus ï diagnostic kits embodying discovery 

ü Mayo ï used Prometheus test ï developed own test 

ü Prometheus ï sued for infringement ï D Ct ï s/j invalid - § 101 
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Supreme Court Cases  
2011 -2012 Term  

Mayo Collaborative Services, dba  Mayo Medical 
Laboratories, et al. v. Prometheus Laboratories, Inc. 
ï Contôd 

Claim (Prometheus patent): 

1. A method of optimizing therapeutic efficacy for treatment of an immune-mediated 

gastrointestinal disorder, comprising:  

(a) administering a drug providing 6-thioguanine to a subject having said immune-

mediated gastrointestinal disorder; and  

(b) determining the level of 6-thioguanine in said subject having said immune-

mediated gastrointestinal disorder,  

wherein the level of 6-thioguanine less than about 230 pmol per 8x108 red blood 

cells indicates a need to increase the amount of said drug subsequently 

administered to said subject and  

wherein the level of 6-thioguanine greater than about 400 pmol per 8x108 red blood 

cells indicates a need to decrease the amount of said drug subsequently 

administered to said subject. 
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Novel ð Inventorõs Discovery 



Supreme Court Cases  
2011 -2012 Term  

Mayo Collaborative Services, dba  Mayo Medical 
Laboratories, et al. v. Prometheus Laboratories, 
Inc., - Contôd 

ü Fed Cir ï pre-Bilski  ï revôd s/j invalidity ï met ñtransformationò portion of 

ñmachine-transformationò test 

ü S Ct ï GVR 

ü ? ï Drawn to natural phenomenon OR application of the same? 

ü Fed Cir ï again revôd s/j ï ñIn light of the Supreme Courtôs decision in 
Bilski , patent eligibility in this case turns on whether Prometheusôs 
asserted claims are drawn to a natural phenomenon, the patenting of 
which would entirely preempt its use as in Benson   or Flook , or whether 

the claims are drawn only to a particular application of that phenomenon 
as in Diehr .  * * * We conclude they are drawn to the latter.ò 
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Supreme Court Cases  
2011 -2012 Term  

Mayo Collaborative Services, dba  Mayo Medical 
Laboratories, et al. v. Prometheus Laboratories,  
Inc., - Contôd 

ü March 17, 2011 ï petition for cert. 

ü Question presented: 

Whether 35 U.S.C. § 101 is satisfied by a patent claim that covers observed 

correlations between blood test results and patient health, so that the claim 

effectively preempts all uses of the naturally occurring correlations, simply 

because well-known methods used to administer prescription drugs and test 

blood may involve  transformations of body chemistry. 

ü Note: Laboratory Corp. of America Holdings v. Metabolite 
Laboratories, Inc., 548 U.S. 124 (2006) (dissenting, JJ Breyer, Stevens, 

and Souter)(ñAt most, respondents have simply described the natural law at 

issue in the abstract patent language of a óprocess.ô But they cannot avoid the 

fact that the process is no more than an instruction to read some numbers in 

light of medical knowledge.ò) 
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Supreme Court Cases  
2011 -2012 Term  

Mayo Collaborative Services, dba  Mayo Medical 
Laboratories, et al., v. Prometheus Laboratories, 
Inc., - Contôd 

ü Law of Nature - relationships between concentrations of certain metabolites 

in blood and likelihood that a dosage of a thiopurine drug too high/too low 

ü S Ct ï ñdo the patent claims add enough to their statements of the 

correlations to allow the processes they describe to qualify as patent-eligible 

processes that apply natural laws?ò  Answered ï No 

ü S Ct ï ñthe óadministeringô step simply refers to the relevant audience, namely 

doctors who treat patients with certain diseases with thiopurine drugsò 

ü S Ct ï ñthe ówhereinô clauses simply tell a doctor about the relevant natural 

laws, at most adding a suggestion that he should take those laws into 

account when treating his patient.ò 

ü S Ct - the ñdeterminingò step tells the doctor to determine the level of the 

relevant metabolites in the blood, through whatever process the doctor or the 

laboratory wishes to use.ò 
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